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The VUW I n v e n Gude $00
Commercialisation

It is a significant achievement to develop a truly brilliant idea.
But a growing number of VUW researchers would like to go one
better.

They want to take that idea and turn it into a service or a product that
can make life easier, healthier, safer, or more enjoyable for the
general public. They want to be involved with their extraordinary idea
and help develop it. They want the option of being involved every
step along the way as their groundbreaking work is patented,
developed and eventually taken to market.

Commercialisation is the process of turning your idea into a business
and it is something a growing number of academics are embracing.

This| n v e nGuale ositines the commercialisation process
through Victoria Un i v e r technblgg tsansfer office, Viclink. With
Viclinkd s  hyeur kyilliant idea could earn you and your school
prestige and the satisfaction of knowing that communities,
consumers or industries at home or abroad will benefit from your
work.

"Seeing people around the world actually buying your products is
very rewarding. Seeing your graduate students employed in a decent
science job in New Zealand and not having to leave the country is
very rewarding. Learning about business is interesting and helping
contribute to New Zealand's export earnings is worthwhile."

Prof Sir Paul Callaghan, internationally-renowned academic, inventor and author of Wool to Weta.
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Benefits for VUW Researchers

WHAT ARE THE BENEFITS OF COMMERCIALISATION?
The benefits of commercialisation can be many and varied, but one of the key
motivations for most inventors is the opportunity to see their work used and recognised

by the wider community.

It can be rewarding to see your invention used i whether in everyday life or in a niche
application, such as a highly-specialised medical product.

Commercialisation also offers researchers valuable experience and an enhanced
academic reputation. Academics who have commercialised their work tell us there are a
wide range of additional benefits, such as:

e Itis the best way to introduce your innovation into the community and to end users
e It helps establish New Zealand as a home of innovative, world-leading thinkers

e Having a patent to your name can help in obtaining research funding

e Recognition as an inventor provides a significant boost to your academic reputation

e |t can also help attract new sources of funding and opportunities to grow research
programmes, such as funding for more materials or post-docs

e The benefit-sharing policy gives a third of net profits to the School, a third to the
inventors and the final third goes to Victoria University so the financial rewards also
contribute to continued research and education

e It can create work opportunities for students or graduates who become involved in
the commercialisation of either your ideas or their own

e It can be fun! Academics say they have developed new skills, interacted with

industries and people that value invention, and developed a whole new perspective
on the possibilities within research
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WHAT DOES VICLINK DO?

Viclink bridges the gap between research and business. Viclink is a technology transfer
company which has tailored its services to meet the needs of VUW staff and students. It
is committed to identifying commercial prospects, building new businesses, and
connecting accomplished academics with the industries seeking their expertise. We
currently work with many different ideas and businesses, which could be generated by
academics, general staff, or students.

One example is high-tech platform technologies that would typically be protected by
patents, where world-leading research groups redefine a particular technology or industry
through outstanding innovation. These are projects with a long life-cycle that would
usually be underpinned by ongoing research and an industry partner or spin-off company
working on product development.

We also help staff and students establish small businesses by providing the skills,
seed-funding, and a structure to grow. Through this support, staff and students develop
as entrepreneurs as they take their products or services to market. These ideas may
relate to research, consulting work, expertise or know how, and we have a flexible
investment fund to help establish businesses to capture this value. We work closely with
Creative HQ to provide skills and infrastructure for these businesses.

The commercialisation experts at Viclink help turn the world-class research and
intellectual property created at Victoria University into successful businesses. Vi cl i nk 6 s
aim is to get research from Victoria University into the community and to create a revenue
stream for the University to aid in creating more world-class research.

WHAT SERVICES DOES VICLINK OFFER?

e Assessment of your ideabs commerci al viabili
e Training on patent searching and freedom-to-operate searching

e Advice on intellectual property issues for research plans

e Assistance with obtaining patents, design registrations and licensing

e Business models

e Formation of collaboration agreements with companies

e The expertise to pitch your ideas to investors

e Linkage with Creative HQ for growing spin-offs and developing entrepreneurs

e The expertise to build your spin-off business

e Seed-funding to develop products or services for new businesses
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Commercialisation

HOW DOES THE COMMERCIALISATION PROCESS WORK?

The commercialisation process at Viclink starts when you contact us. Within a couple of
days of hearing from you, we will schedule a quick meeting. In this meeting you can tell
us about your project or idea, and together we can create a plan for how to proceed. If
your idea or invention is at a stage that merits further assessment, this will proceed with
your help.

Viclink assessesi deas on two fronts: how un,jagdite and FfAprote
commercialisation potential. Following this, we formulate an intellectual property

protection and commercialisation strategy. At this stage we will give you feedback on

what we are doing and whether or not it would be best to proceed with the

commercialisation process through Viclink. The decision is made in conjunction with the

Intellectual Property Committee, as specified in Victor i a Un i ntellecaial Prgpérty

Policy.

A broad outline of the commercialisation process, and a guide to the Viclink notification
process, are detailed on the next page:
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THE COMMERCIALISATION PROCESS

This flow chart presents a broad overview of the process of commercialisation. Feel free
to contact us if you have any queries regarding any aspect of the process, or if you are

unsure about when, in the timeline of your research, you should start looking at potential
commercialisation prospects.

RESEARCH

PROJECT NOT
NOTIFICATION COMMERCIALISABLE
AT THIS STAGE

ASSESSMENT

PROCEED IF ASSESSMENT POSITIVE

N

PROTECTION

l

BUSINESS
PARTNERS

IDENTIFIED
AND BUSINESS
PLAN WRITTEN

N

LICENSING
FORM
START-UP TO EXISTING
BUSINESS
PSAF DEVELOPMENT
BUSINESS
TRADING
P

Revenue from Commercialisation is divided equally amongst the inventors, Victoria University, and
the school, and therefore includes re-investment into Research and Education
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THE NOTIFICATION PROCESS

The following chart outlines the time frame you can expect when you contact Viclink
about an idea or invention, and the steps we will take to determine whether your idea has
commercial potential.

INITIAL DISCLOSURE
TO VICLINK VIA EMAIL/
NOTIFICATION FORM/
WEB FORM

l WITHIN 48 HOURS

VICLINK CONTACTS
INVENTOR TO OBTAIN
MORE DETAILS AND
DISCUSS INVENTION

l WITHIN 2 WEEKS

INITIAL INFORMATION
GATHERED (PATENT
SEARCHING/MARKET FEED-
BACK) IN
CONJUNCTION WITH
FEEDBACK FROM
INVENTOR (AND/OR
THEIR STUDENT)

l WITHIN 2 WEEKS

VICLINK TO PROCEED/
NOT PROCEED WITH

PROJECT TO NEXT SEND FEEDBACK
STAGE (PROTECTION >No > AND DECISION
AND TO INVENTORS

COMMERCIALISATION)

l ves

Inventors and Commercialisation team at Viclink get together and discuss how to proceed

IP team and inventor liaise with patent attorneys/lawyers to protect invention/innovation/design/copyright

as appropriate to protect IP
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HOW SOON CAN WE START THIS PROCESS?

Get in touch with us as soon as you think you may be working on research with a

potential commercial application. This may be as
research funding and you suspect you could use some advice. There are other situations

when you may want to contact us, including:

Before you enter into contracts with external parties (Victoria University requires you
to consult with us about any intellectual property related clauses)

e Before publishing or presenting your research

e If your research could have a commercial application

e If you want your research to help those in the wider community
e If you have a new product, design, or idea

e If you have a new teaching tool, or have designed a process or visual aid that you
think others could benefit from

e If you have developed software that could be useful for others

e If you or your research students would like to learn how to search patent literature
and scientific literature

e If one of your students has an idea that you think might merit commercialisation

e If you would like a Viclink staff member to give a guest lecture to students about
commercialisation or intellectual property
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Considerations for Researchers

WILL | BE ABLE TO PUBLISH MY RESULTS?

Yes, however, timing is important. Patents generally cannot be obtained for inventions
that are known publicly. Therefore, patent applications need to be lodged before
publication occurs. Depending on the stage your idea is at, this may delay the publication
of your results by no more than six weeks. Once a patent application has been lodged,
you can freely publish and discuss results disclosed in the patent application. The earlier
you come to Viclink, the less likely it is that publications or other public disclosures (such
as talks or poster displays) will have to be delayed.

It is also important to note that, if a preliminary patent application is filed and the
researcher then chooses to disclose the information in this application, the clock starts
ticking. You will have just one year to complete any additional research that may go
toward the final patent application. Any new discoveries may need to go into other patent
applications. This means that it is important to keep the team at Viclink informed on the
development of your project.

WHAT ABOUT JOINT PROJECTS WITH OTHER PARTNERS OR MATERIAL
TRANSFER AGREEMENTS (MTAS)?

It is important that Viclink (usually in conjunction with the Research Office) knows about
any contracts you enter into with external parties. ThisisrequiredbyVi ct ori a Uni ver sityi
external research policy.

The purpose of Viclinkds invol veimeflesttal at this stage
property clauses are fair and equitable and that our commercialisation managers are

aware of any responsibilities that are established. We can also assist in untying any legal

knots about who owns what - or stop such problems occurring in the first place.
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LAB BOOKS

United Statesd patent | aw and disputes can rely on
Using laboratory books appropriately could prove to be very important. These links show

the best practice for lab books as used in the United States:

http://depts.washington.edu/techtran/uwcommunity/uw_research_project_laboratory.php
http://www.uta.edu/ra/GCS/lab_notebook procedure.htm

In short, keep neat, tidy lab books that include details of your experiments. Make sure
they are dated and witnessed regularly.

DISCLOSURE

If you think your research is likely to be commercially interesting, contact Viclink as soon

as possible. Our staff will be able to advise you based on the stage of your research and

investigate the possibility of commercialisation. If the invention has the potential to be

patentable, or a design could be registered, this must be done before any non-

confidential disclosure occurs. This includes seminars, talks, lectures, news articles, Vic

News or Victorious stories, posters drawn up or displayed by your students, and any

publications in scientific journals. If you would like to talk through what is considered

public information, please getintouchwithusand we 61 | be. happy to help

SEARCHING

At Viclink, we have in-house specialists who can advise you on how to search the patent
and design literature. We can also run short training sessions for members of your
research group or postgraduate students on how to search the patent databases. This is
an important source of information and can tell you a lot about what other research
groups are developing.
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OWNERSHIP

Victoria University employment contracts and the Victoria University Intellectual Property

Policy (last updated May 2009) clearly state that the University owns all intellectual
property produced:

e By staff in the normal course of employment but excluding copyright in lecture notes
and other teaching material

e As part of an undergraduate course of study to the extent covered by an agreement
e As part of supervised research to the extent covered by an agreement
e As a commissioned work by the University as part of staff employment duties

e As contracted work by the University from third parties (some exceptions may exist
on a case-by-case basis).

For more information on this, see the Victoria University Intellectual Property Policy.

Generally, if you have a postgraduate student entering your research group, you will ask
them to execute an agreement assigning intellectual property created in their project to
the University. This is usually because projects they work on improve on intellectual
property already owned by the University i using knowledge, materials, and supervision

from Victoria University. These agreements indicate that the student will receive the same

benefits as University employees when any technology is commercialised.
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The Power of Intellectual Property

WHAT IS A PATENT?

A patent provides protection for ideas and principles embodied in novel technologies,
products, and processes. It is not limited to the physical form of the product itself.

A granted patent gives the patent owner the exclusive right to make, use, or sell the
invention in New Zealand and to authorise others to do the same. Each patent is granted
on a country-by-country basis, and confers rights only in that country. Therefore,
obtaining patents in a large number of countries can take a lot of time and investment
funding.

Because a patent confers a monopoly on the patentee that may be broad in scope, it is
granted for a limited duration only (usually 20 years). In return for this limited monopoly,
the patent application must fully disclose the best method of making or carrying out the
invention.

WHAT IS A DESIGN REGISTRATION?

A design registration (or fAdesign patento in the U
to the shape, design, or pattern of a product. This protects what the product looks like,

but not how it functions. This may be useful when you have a new design for the form of

an old product i for example, a new shape for a mouse, or a nhew fabric pattern.

WHAT IS REQUIRED TO GET A PATENT OR DESIGN REGISTRATION?

To have a patent granted, the invention must be novel, inventive and industrially

applicabl e. Most i nventions meet the criterion for
inoveltyo and AinventivenessoOo are wusually harder c
of further discussion during examination.

A design registration, however, must simply be novel, and relate to the form of the design
only. This means the design must be fifor the eye, 0
innovation.

To fulfil the novelty criterion, an invention must be new. This means it must have a new
component that did not feature in previously known, published, or publicly-used
technology. There must have been no sales, or offers for sale, of the technology - even
under a confidentiality or non-disclosure agreement (NDA).
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WHAT IS FREEDOM TO OPERATE?

This is where there is freedom to make, use, and sell an invention in a particular country.
Central to this is whether the use iodlectudh e

property rights (patent/design/copyright, etc.). Your invention may include, for example,

the use of a starter chemical in a more complex system, and this might already be
patented. Once you were aware of this, you could make plans to buy or license that

patented product. Determining whether there is freedom to operate may entail identifying

the various parts of an invention, and investigating whether any part is protected by any

company. Having the freedom to operate your invention may vary on a country-by-

country basis, depending on granted patents and their claims in each country. Each claim

must be checked off to make sure your
WHAT IS COPYRIGHT?
Copyright is an unregistered right that covers any source code, compiled version of

software, diagram, music, manual, or other written form of an idea. Copyright can be
used in the commercialisation of your project in conjunction with or instead of other

intellectual property rights, depending on whether patents and design registrations are

appropriate or available for your subject matter.
WHAT HAPPENS IN THE PATENTING PROCESS?

After an assessment of your project, there may be a decision to lodge a patent

application covering it. Viclink will work with you and external patent attorneys to help

draft the patent application.
We will need to know:

e Who the inventors were, including external parties

e Whoel se worked on the project (whether

part o)
e What the invention is

e What the best way of producing the invention would be, and how someone else
would re-create it

e A background to the invention, including current literature in the field
e Possible applications of the technology and changes that you are exploring

e Any critical limits to the invention

\N\ viclink THE VUW | NVE NDOROSOMMERCIALISATION
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Viclink will work with you to obtain this information and liaise with the patent attorneys so
this process is as smooth and efficient as possi bl
the above information straight away i we will work with you to help fill in the gaps.

If your project is not patentable but includes other new intellectual property (such as a
design, or software) we can investigate how best to protect this.

HOW WILL VICLINK BE ABLE TO HELP ME?

Intellectual property can be found in unexpected places i databases, tests you have
devised for a survey, or clever shortcuts that save you time in the lab but could potentially
save companies millions of dollars. These less-obvious ideas have been behind some of
the greatest University commercialisation successes i and the research community may
also benefit from their dissemination.

The earlier you talk to us about an idea, the better. We might not always be able to
commercialise your early-stage idea or concept but we will listen to your plans and try to
suggest ways in which your idea could be developed. We will focus on market needs and
avoiding infringing other patents. We have tools and expertise such as patent searching
and a market database that give a different view of the field from the scientific literature.
We are always pleased to engage early in the process as we can add a lot more value if
we are involved from the beginning.

For example, you may need to make a case about why your research is important for a
funding application. We can help you build your case by providing a route to the market
and by helping you find end-users or collaborators. Foundation for Research, Science
and Technology (FRST) funding, in particular, requires proof of the uptake of your
research, and filling out the intellectual property section requires a level of technical skill
that we can assist with.

You may be involved in a research group that works in an applied field, but are not sure if
there could be a viable business running in parallel to the research. We can help with
market research and identifying products and services that could provide a new revenue
stream back into your research group, centre or School.

Graduates who want to use their technical skills can struggle to find a meaningful role to
employ those skills. Viclink can help create opportunities for graduates and students to be
involved in commercial activity based on research or expertise that customers would pay
for. These students are taught how to run a business and use their subject knowledge to
match Victoria University capability to industry needs. Viclink funds early stage business
ideas that require validation and development, but where all profits go back to the
University, the School, and the original inventors.
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Pre-Seed Accelerator Fund (PSAF)

The Pre-Seed Accelerator Fund is research and development funding that is solely for
established, commercially-focused projects. The aim of this funding is to take the project
from a purely research-based innovation to a stage where it can be pitched to an
investor. Viclink provides access to this fund for Victoria University staff.

How PSAF works:

e Funding is provided by FRST, which aims to increase commercial success from
New Zealand research and development

e PSAF funds development costs, from concept to prototype

e It helps if the research has been government-funded

e If you have an idea, we can use PSAF funds to try it out

e If you have a platform technology, this can help focus it

e If you have a commercial plan, PSAF can be used to refine it

e If you want to build capability or run events, PSAF funding can be used to do this

e The fund is quite flexible T for example, business planning competitions or special
events can be funded under PSAF

e Itis good for getting the focus away from pure research and towards
commercialisation

e Itis co-ordinated by Viclink staff (an external partner is often needed)

e Itis very helpful for getting more research funding (formulating a commercial plan can
progress in tandem with ongoing research)

e PSAF6s tight focus and milestones can help trans
pitchable, investable project
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Considerations for a Start-Up
Company

HOW DOES VICLINK MAKE A DECISION ABOUT WHETHER TO PROCEED WITH A
NEW PROJECT?

Not all innovations will be suitable for commercialisation, and when platform technologies
require development and patenting, this can be a huge cost. As outlined in the diagrams
in this booklet, decisions will be made at various stages throughout the assessment
phase about whether or not to proceed towards commercialisation. Viclink makes sure all
its decisions are peer-reviewed, but the more involved the inventors or their students can
be, the better informed those decisions will be. Viclink has a set of tools, databases and
experts to call upon. However, no one knows the research better than the researcher, so
full involvement through this early assessment period is very important.

Viclink aims to be 100% transparent in the decision-making process so inventors
understand the rationale, research and analysis behind decisions. The cost of taking an
early-stage idea from the research bench to a spin-off can easily be $500,000 or more
(typically this comes from a mix of Viclink funds, staff time, and public investment such as
PSAF). Viclink prioritises projects very carefully, while keeping them balanced in a
portfolio approach. The choice to take on a project for commercial development is not
made lightly. Viclink aims to have an ongoing relationship with all of our inventors. This is
crucial for the co-evolution of ideas and expectations.

For the smaller, market-ready ideas the hurdles are far lower, and we will support staff or
students with training, seed-funding, market development, business incubation or staffing
costs. The best way to progress any of these ideas is to talk to a Commercialisation
Manager at Viclink and we can discuss the options. Many of the ideas we are currently
investing in are low-tech products or services but closely aligned to market need; while
others are long term investments and support high-tech research platforms.

Researchers at Victoria University work in very diverse fields, from software engineering

to biomedical science, from design to psychology. While it is true that many major

Uni versity commercialisation successes have been i
and engineering, there are plenty of examples of hugely successful University spin-offs

from education, management, and other non-science schools. For this reason, Viclink is

interested in hearing about your research ideas or results at any stage, regardless of your

area of e xnewrtdo easlyeto sudmit @nsdea, and we may be able to offer

suggestions that would make it viable as a commercial entity as well as a research

project.
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HOW DOES VICLINK ASSESS IDEAS?

Viclink has to assess the long-term potential of the business, which is a multifactorial
judgement and often relies on imperfect information. The criteria we use and questions
we ask aim to ascertain whether a business could be built around the idea. Below are
examples of some factors that could strengthen your case:

e The idea is patentable or otherwise protectable

e The market opportunity is apparent and current demand is not met by existing
products

e Thei dea is fAdisruptiveo (i.e. it would
e The technology is better than that used in existing products
e The inventor is keen to see the idea succeed commercially

¢ Investors have an appetite for projects in that field

The product is scalable (e.g. a high-value niche product could be adapted)

Below are some factors that could make establishing your spin-off company more
difficult:

e The product is very similar to other alternatives

e Thefield is protected by other peopl eds
e The inventor has disclosed some or all of the work (i.e. it cannot be protected)

e Theidea is patentable, but easy to work around

e The invention is ethically dubious

e The market is too small, or the product too niche

e Other companies are better positioned to commercialise the technology

e The market is shrinking or the technology would only have a short-term advantage
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Although these factors may present barriers to successful commercialisation, Viclink
appreciates any enquiries from interested researchers, no matter how thoroughly their
ideas have been developed to a marketable level.

Donét be put of fhusmustdbecauge youdhmnk your inventiontmight not
tick all of the boxes or might appear to be held back by some of the challenges listed
above.

Whether or not you know much about patents on similar inventions, or exactly how your

idea could fit into the market, Viclink has the tools to investigate and explain potential
commercial avenues for your research.
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